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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 20-27, which are all of the clains pending

in this application.

BACKGROUND

Appel lant's invention relates to a paryl ene deposition
system i ncluding a specified arrangenent of a diner
vapori zation chanber and a pyrolysis chanber in a housing and

a selectively attachabl e/ detachabl e deposition chanmber nodul e
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thereto. The deposition chanber nodul e i ncludes a base
cabi net and a deposition chanber attached to the base cabi net.
An under standi ng of the invention can be derived froma
readi ng of exenplary claim 20, which is reproduced in an
appendi x attached to appellant’s brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Gal | ego 4,592, 306 Jun. 03,
1986

Wanl ass 4, 649, 859 Mar. 17,
1987

Ril ey 4,683, 143 Jul . 28,
1987

Takahashi et al. (Takahashi) 4,825, 808 May
02, 1989 Rubin et al. (Rubin) 4,852,516

Aug. 01, 1989

Sakanoto et al. (Sakanoto)! 59074629 Apr. 27, 1984
(publi shed Japanese Kokai Patent Application)

L' All references to Sakanpto in this decision are to the
Engl i sh | anguage transl ati on thereof of record, a copy of
which is enclosed with the deci sion.
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ha et al. (Obha)? 59133335 Jan. 22, 1986
(publ i shed Japanese Kokai Patent Application)

Cl ainms 20-25 and 27 stand rejected under 35 U.S.C. § 103
as being unpatentable over Riley in view of Rubin, Gallego and
Takahashi. Claim 26 stands rejected under 35 U S.C. 8§ 103 as
bei ng unpatentable over Riley in view of Rubin, Gallego and
Takahashi and further in view of Sakanoto, Toshi ba and

Wanl ass.

OPI NI ON
Upon careful consideration of appellant’s specification
and the clains on appeal, the evidence of obviousness relied
upon by the exam ner, and the opposing argunments presented by
appel l ant and the exam ner, we find that the aforenentioned 8§
103 rejections are not well founded. Accordingly, we will not

sustain the exam ner’s rejections.

2 All references to ha in this decision are to the
Engl i sh | anguage transl ati on thereof of record, a copy of
which is enclosed with the deci sion.
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We agree with the exam ner (answer, page 4) that Riley
teaches the use of separate vapor generating and deposition
chanbers and that the clains on appeal are not |limted to a
particul ar type of attachnent between the clai ned nodul es
based on the relative ease of attachnment and detachnent.
Nonet hel ess, we point out that in a rejection under 35 U S. C
§ 103, it is fundanental that all elenents recited in each
cl ai m nust be consi dered and gi ven appropriate effect by the
exam ner in judging the patentability of that clai m agai nst
the prior art. See In re Ceerdes, 491 F. 2d 1260, 1262-63, 180
USPQ 789, 791 (CCPA 1974). Here, the exam ner’s rejection set
forth in the answer fails to neet that basic test for the
presentation of a sustainable 8§ 103 rejection.

In this regard, we note that all of the clains on appea
require that the pyrolysis chanber and the vapori zation
chanber are disposed within a housing. Mreover, each of the
appeal ed clains requires that the deposition chanber nodul e
i ncl udes a deposition chanber attached to a base cabinet. See

I ndependent cl ai ns 20%® and 27.

® Wiile we find that claim20 is sufficiently definite to
resolve the nerits of the 8 103 issues raised on this appeal,
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The exam ner has failed to provide any support for the
statenent that “it would have been obvious to place these
parts in a cabinet bel ow the deposition chanber” (answer, page
3). Nor has the examner fairly explained why the disparate
teachi ngs of Rubin, Gallego and Takahashi woul d have | ed one
of ordinary skill in the art to nodify the apparatus of Riley
so as to arrive at the clained subject matter, including the
above-noted limtations. “It is well established that before
a conclusion of obviousness may be nmade based on a conbi nation
of references, there nust have been a reason, suggestion or
notivation to |l ead an inventor to conbine those references.”
Pro-Mdld and Tool Co. v. Great Lakes Plastics Inc., 75 F. 3d
1568, 1573, 37 USPQRd 1626, 1629 (Fed. Cir. 1996). The
exam ner has only nade general statenents regarding the vapor
coating art and all eged advantages of nodul ar construction
taught by Rubin, Takahashi and Gall ego (answer, page 3)

wi t hout specifying why one of ordinary skill in the art woul d

it is noted that “the pyrolytic vapor generating nodul e’ as
recited in claim20 has no clear antecedent support. Prior to
the final disposition of this application, the examner, wth
the hel p of appellant, should review claim20 and determ ne
whet her or not an anendnent is necessary to resol ve any
anbiguity relating to the use of the above-noted term
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have been |l ed by those disclosures to nodify the particul ar
apparatus of Riley so as to arrive at the herein clained
subject matter. In this context, the exam ner nust provide
specific reasons or suggestions for conbining the teachings
and di scl osures of the applied secondary references with
Riley. See In re Denbiczak, 175 F.3d 994, 999, 50 USPQd
1614, 1617 (Fed. G r. 1999)(“[T] he show ng [of evidence of a
suggestion, teaching, or notivation to conbine] nust be clear
and particular.”). Here, the exam ner has not established any
convi nci ng reason, suggestion or notivation for conbining the
references as proposed based on the tachings of the applied
references to nodify the apparatus of Riley in a nanner so as
to arrive at the clained subject matter (see the brief, pages
9-15).+4

For the foregoing reasons, we determ ne that the exam ner
has not established a prim facie case of obviousness in view
of the reference evidence. Accordingly, we will not sustain

either of the examner’s 8 103 rejections.

4 W note that Sakanoto, Toshi ba and Wanl ass as appli ed
agai nst dependent claim 26 do not cure the above-noted
defi ci enci es.
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CONCLUSI ON

The decision of the examner to reject clains 20-25 and
27 under 35 U.S.C. 8§ 103 as being unpatentable over Riley in
vi ew of Rubin, Gallego and Takahashi and to reject claim26

under



35 U.S.C. 8 103 as being unpatentable over Riley in view of
Rubi n, Gall ego and Takahashi and further in view of Sakanoto,
Toshi ba and Wanl ass i s reversed.

REVERSED
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